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AMENDMENTS TO THE DRAWINGS : 

A replacement drawing is submitted for Figure Ig 
relabeling this figure If. 
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REMARKS 

The application has been amended to place the 
application in condition for allowance at the time of the next 
Official Action. 

A replacement drawing is submitted for Figure Ig 
renumbering this figure ^^If" consistent with the description of 
the drawings on page 3, lines 32-33 so that the drawing figures 
are sequentially numbered la-lf as disclosed. The above change 
is the only change and is believed not to introduce new matter. 

Claims 10-17 are pending in the application. 

Claims 10-17 are rejected as unpatentable over OHLSSON 
WO 98/45829 in view of BARON U.S. PGPUB 2003/0206211, SCHIRER 
5,960,848 and SHAW et al . 4,272,569. This rejection is 
respectfully traversed. 

The position set forth in the Official Action is that 
OHLSSON appears to teach that which is recited except for: 

1) feeding a sheet through a printing unit of a digital 
print-on-demand type (Inkjet, laser jet or toner jet) ; 

2) scoring the sheet inline with the printing 

operation; 

3) the sheet comprising an outer layer of kraft liner 
with a basis weight of 30 to. 50 g/m^; and 

4) the presence of a moisture layer between an outer 
layer and an inner corrugated cardboard layer, the moisture layer 
being a coating or extrusion of thermoplastic polymeric material. 
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The Examiner offers a plurality of secondary references as 
teaching these features and concludes that it would have been 
obvious to one of ordinary skill in the art to combine the 
secondary references to meet the recited limitations - 

However, the conclusion is believed untenable and 
reconsideration of the rejection is respectfully requested for 
the following reasons. 

First, the BARON reference, which is offered for 
feeding a sheet of printing material through a printing unit and 
in a subsequent process step inline with the printing step making 
at least one score or groove in the sheet (items 1) and 2) 
above), does not teach that for which it is offered. 

BARON in Figure 2 and in paragraph [0024] teaches 
cutting through a sheet 22A to divide the sheet into accepted and 
rejected regions. The accepted regions are maintained and the 
rejected portions are discarded- As seen in Figures lOA-lOF of 
BARON and as disclosed on paragraph [0040], BARON makes his cuts 
with knives or pins that perforate the media so that the media 
can be readily separated. BARON teaches the use of a backing 
material to support the sheet that can absorb the impact of the 
knives or pins . 

In sharp contrast, the recited score or groove of the 
present application does not perforate the sheet so that the 
sheet remains intact and can be readily folded or unfolded 
without the sheet being separated at the score lines.. 
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Therefore, the ^^scoring" underlying the method of the 
present application and the ''scoring" of BARON are so completely 
different that one of ordinary skill '-in the art faced with the 
problem of folding and unfolding a placard would not look to the 
separation type "scoring" of BARON. If the teachings of BARON 
were combined with OHLSSON, such combination would render OHLSSON 
unsatisfactory for its intended purpose. Specifically, OHLSSON 
would not be able to fold and unfold his placard because the 
placard would readily separate at the weakened ''score" lines 
according to the method of BARON. 

The Federal Circuit has held that if a proposed 
modification would render the prior art invention being modified 
unsatisfactory for its intended purpose, then there is no 
suggestion or motivation to make the proposed modification. In 
re Gordon, 733 F.2d 900, 221 USPQ 1125 (Fed. Cir. 1984). 

Accordingly, even if one were somehow motivated to make 
the proposed modification in the first instance (which is not 
conceded) , this modification would render OHLSSON unsatisfactory 
for its intended purpose, and thus would not have been obvious to 
combine OHLSSON and BARON in the manner suggested . 

Second, the SCHIRER reference does not teach that for 
which it is offered, i.e., an outer layer of bleached kraft paper 
(item 3) above) that provides an appropriate backing surface for 
the printed advertisement. 
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While column 3, lines 45-56 teach a base portion of 
virgin/recycled kraft, nevertheless, SCHIRER does not teach or 
suggest that such paper is an appropriate backing surface for a 
printed advertisement. The display board of SCHIRER presents a 
rigid display surface on which exhibits or specimens can be 
attached or viewed. SCHIRER does not teach or suggest printing 
on the outer layer of bleached calendered liner as recited . 
Therefore, it is not apparent why it would have been obvious to 
use the outer layer of SCHIRER in the placard sheet of OHLSSON 
for a printing surface. 

Third, the SHAW reference does not teach that for which 
it is offered, i.e., the hydrophobic or liquid impervious layer 
between inner and outer layers (a three-layer configuration as 
noted in item 4) above) . 

Rather, SHAW teaches how to coat a base layer with a 
barrier coating. The barrier coating includes plastic particles 
that are sensitive to an added solvent and which form the barrier 
coating when the solvent is evaporated- SHAW does not teach 
inner and outer layers with a hydrophobic layer therebetween. 

The coating of SHAW is specific to the type of 
photoconductive paper disclosed by SHAW. SHAW consists of a base 
paper and a coating of photoconductive material having barrier- 
making plastic particles therein. When the coating is subjected 
to a solvent, a water-resistant barrier layer is formed. 
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However, as set forth above, such barrier layer is not between an 
inner and outer layer. 

Moreover, OHLSSON teaches a moisture barrier on the 
surface of the sheet. It is not apparent why one of ordinary 
skill in the art would need an additional barrier or improved 
barrier such that the combination of SHAW and OHLSSON would not 
be obvious . 

It is respectfully submitted that, when considering the 
claimed invention as a whole, there would be no reason, 
motivation or suggestion to combine the respective teachings of 
the references in the manner suggested to render the claimed 
invention obvious within the meaning of 35 USC §103. 

It appears that the arguments set forth in the Official 
Action are predicated on impermissible hindsight (the individual 
differences were combined in an attempt to duplicate applicant's 
invention without considering the invention as a whole) . 

The Federal Circuit has held that in determining the 
differences between the prior art and the claims, the question 
under 35 USC §103 is not whether the differences themselves would 
have been obvious, but whether the claimed invention as a whole 
would have been obvious. Stratoflex, Inc. v. Aeroquip Corp., 713 
F.2d 1530, 218 USPQ 871 (Fed. Cir. 1983) . 

It is respectfully submitted that the references do not 
teach that for which they are offered and, in any event, when the 
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claimed invention is considered as a whole, the teachings of the 
references are insufficient to render obvious the present claims. 

In view of the present amendment and the foregoing 
remarks, it is believed that the present application has been 
placed in condition for allowance. Reconsideration and allowance 
are respectfully requested. 

The Commissioner is hereby authorized in this, 
concurrent, and future replies, to charge payment or credit any 
overpayment to Deposit Account No. 25-0120 for any additional 
fees required under 37 C.F.R. § 1.16 or under 37 C.F.R. § 1.17. 

Respectfully submitted, 

YOUNG & THOMPSON 



Benoit Castel, Reg. No. 35,041 

745 South 23'''^ Street 
Arlington, VA 22202 
Telephone (703) 521-2297 
Telefax (703) 685-0573 
(703) 979-4709 

BC/lrs 
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APPENDIX : 

The Appendix includes the following item: 
- replacement drawing sheet 
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